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About McDermott

 A leading international law firm with a diversified business practice, 

representing a wide range of commercial, industrial and financial 

enterprises, both privately and publicly held.

 Outstanding client service is the cornerstone of our practice.  Knowing 

that it stands the tests of geography, economy and time, it is a key 

attribute from which we build our client relationships.

 23rd largest law firm globally (AmLaw Global 100, The American 

Lawyer).

 1,000+ lawyers practicing in 16 offices worldwide and a strategic 

alliance with MWE China Law Offices in Shanghai.
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Diverse resources

Antitrust & Competition

Capital Markets

Commercial Litigation

Corporate Finance

General Corporate

e-Business

Employee Benefits & 

Pensions

Energy

Environmental

Executive Compensation

Financial Products

Private Client

Health 

Intellectual Property

International Taxation

International Trade

Labor & Employment

Legislative/Government 

Relations

Life Sciences & Medical 

Devices

Mergers & Acquisitions

OSHA

Private Equity

Products Liability

Real Estate

Restructuring & Insolvency

Securities

Taxation

Telecommunications

Trial & Dispute Resolution

White-Collar Criminal 

Defense
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Intellectual Property Services

 Strategic IP Analysis and Planning

 Patent Prosecution (Domestic & Foreign)

 Portfolio Management and Evaluation

 Litigation/ITC Proceedings 

 Counseling and Opinions

 Due Diligence Investigations

 Negotiation/Drafting of IP Agreements
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When to Think About 

Intellectual Property
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Matters to Likely involve IP

 Company Name/House Mark/Slogan

 Creation or Introduction of New Product or Brand

 Acquisition, Sale or Merger of Companies or Products

 Hiring Independent Contractors

 Advertising Campaigns

 Hiring new Employees

 Name or Likeness of Individual

 Creating/Changing Web Site Content

 Doing Business in New Locations
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 Trademarks protect source of origin of goods

 What is a Trademark?

– Anything that can designate the source of a product or service

• Names

• Slogans

• Designs

• Sounds

• Color

Trademarks
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Sources of Trademark Rights

– Federal ®

– State registrations ™

– Common Law ™
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How Do I Register A Trademark?

– Search

– Application To US Patent and Trademark Office or  Corporation Division of 

Secretary of State

– Registration

– YOU MUST ACTUALLY USE THE MARK TO GET A FEDERAL 

REGISTRATION
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– A fanciful / inherently distinctive trademark comprises an entirely 
invented word or "fanciful" sign.

• STARBUCKS for Coffee

• EXXON for petroleum

• KODAK for photographic supplies 

• FRISBEE

Fanciful / Inherently Distinctive
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Arbitrary

– An arbitrary trademark is usually a common word which is used in a 

meaningless context in connection with products or services unrelated 

to the word’s dictionary meaning. 

• APPLE for computers

• AMAZON for online book and music distribution

• SUBWAY for restaurant services.
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Suggestive

– A suggestive trademark tends to indicate the nature, quality, or a 

characteristic of the products or services in relation to which it is used, 

but does not directly describe this characteristic.

• COPPERTONE for sun tanning products

• LONDON FOG for rain coats

• HOME DEPOT for home improvement centers
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 Descriptive

– A descriptive mark is a term having a dictionary meaning which is used in 
connection with products or services directly related to that meaning. 

• Such terms are registrable only if it can be shown that the mark has acquired 
distinctiveness through use in the marketplace.

 Generic

– A generic term is the common name for the products or services in 
connection with which it is used.  

• Famous marks which became generic through misuse:

– Linoleum, escalator, cellophane, kerosene, mimeograph, trampoline, shredded 

wheat, dry ice, thermos, yo-yo, corn flakes

Unregistrable Marks
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 Federal Registration

– Enforceable throughout United States

– Requires use in interstate commerce

– May be filed as use based or intent to use

– Term of 10 years

– Unlimited renewals

– Can become uncontestable after 5 years

– Automatically get you into Federal court for infringement actions.
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State Registrations

– Usually handled by Corporations Division of Secretary of State

– Are only valid within the state registered

– Vary in term (Florida is 5 years) 

– Unlimited renewals
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Copyrights

– Protects original works of authorship

– Written works

– Audiovisual

– Art works

– Computer software

– Sound Recordings

– Performing Arts 

– Protects expression not concept
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 Protects expression not concept

– Will not protect a list of ingredients

– May protect detailed language describing how to combine the ingredients.
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 How do I Register a Copyright?

– www.loc.gov

– Complete appropriate application

– Submit it with copy of the work

– Pay a Fee

– Wait 2-4 months for the certificate
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TIP

– Notice of Copyright is no longer required to enforce a 

registration

– There are procedural advantages to providing notice in 

a conspicuous location on your work

– Protects against innocent infringer defense

– (C)  2009 Michael J. Keller 
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Trade Secret

– What is a trade secret?
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 Protect secrets by

– Restricting dissemination of information

– Restricting use of information

Trade Secrets
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Anything that you maintain as a secret.

 Information must not be generally known or in 

plain view of the public.

What Can I Protect?
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Customer lists

Formulations

Business plans

Financial information

Patent applications

Product specifications

Clinical Protocols

Examples of Confidential Information
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 Anything You Keep Secret

– Customer lists

– Recipes

– Business plans

– Financial information

– Suppliers
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How Do I Protect My Secret?

– Tell no one

– If the Information is public, it’s not a secret

– Disclose only under a written confidentiality agreement

– Employee Non Disclosure Agreements
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You must maintain the information as 

confidential.

Any disclosure to a third party without a 

confidentiality agreement may render other 

agreements unenforceable with respect to the 

disclosed information.

Enforceability
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 Information already in receiving party’s possession

 Information in the public domain

 Information provided by a third party not under 

confidentiality obligation to discloser

 Independently discovered

Exceptions to Confidentiality
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 What is a Patent?

– Government granted right to exclude others from practicing the 

invention.

– A patent is not a right for you to practice the patented invention

Patents
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 Requirements for a Patent

– Invention must be:

– New

– Useful

– Non-Obvious

– Not sold or disclosed to public within 1 year of patent application filing date

– Patent application should be filed within  1 year of any 
public disclosure, public use or commercial use, offer for 
sale, importation or sale of the invention
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Patent Term

– 20 years from filing date or 17 years from issue for patents filed 

before June 1995

– Extensions are available for time a product spends in FDA regulatory 

process up to 5 years.
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 What Can I Patent?

– Devices

• Novel equipment or modifications to known equipment to do something better or 

different

– Compositions of Matter

• Ingredients having new properties

• Changes to a recipe to allow automation

– Processes

• Novel industrial/commmercial process for making something

– Designs having useful element

• Packaging

• Product shape?

– Plants
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Patent Search

Prepare Patent Application

Pay Fee

Wait 

How Do I Get A Patent?
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Patent Examiner reviews application

Patent Examiner issues an Office Action

–Allowing Application- Patent issues

–Rejecting Application

What Happens After I File?
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 You file a response explaining why the Examiner was 

wrong.

 You get two tries until the rejection is final and the 

application goes abandoned.

 Application can be re-filed or appealed.

My Application Was Rejected?
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 Confidentiality

 Ownership of Intellectual Property

 Non-compete

 Restriction on Publication

 Look in university or corporate handbooks for policies

Employer/Employee Issues
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Prevent Disaster

 Register your business and product names as trademarks.

 Keep your recipes a secret

 If you can, prevent employees from learning the recipe.

 If you develop new techniques or machines consider patents

 Register the domain names for the business and products.

 Make employees sign employment and confidentiality 
agreements.  Non Compete agreements for anyone dealing 
with a flagship product.

 Don’t copy your competitors



You Want More Information? 
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